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REMARKS/ARGUMENTS 
The arguments and amendments presented herein incorporate the arguments and 
amendments AppUcants discussed with the Examiner during the phone interviews on February 
28, 2008. Applicants submit that the arguments and amendments presented herein make the 
substance of the phone interview of record to comply with 37 CFR 1 . 133. If the Examiner 
believes that further information on the interview needs to be made of record to comply with the 
requirements, Applicants request the Examiner to identify such further information. 

1. The Finalitv of the Final Office Action is Improper 

During the phone interview, the Examiner agreed that the finality of the rejection was 
improper because the Final Office Action includes a new grounds of rejection under 35 U.S.C. 
§ 101 that was not included in the First Office Action and that was not necessitated by any of the 
amendments in the Response to the First Office Action dated Oct. 29, 2007 ("Response"). 
According to MPEP 706.07(a), "[u]nder present practice, second or any subsequent actions on 
the merits shall be final, except where the examiner introduces a new ground of rejection that is 
neither necessitated by applicant's amendment of the claims, nor based on information submitted 
in an information disclosure statement . . . ." Here, the finality of the rejection was improper 
because the amendments in the Response did not concern the language in claims 11, 12, 14-22, 
and 24-30 that was the subject of the Section 101 rejection. Thus, the Section 101 rejection was 
not necessitated by Applicants amendment. 

The Examiner agreed that because the finality of the Final Office Action was improper, 
the Examiner agreed to make any rejection in the response to the Final Office Action non-final 
and agreed to enter any amendments made in this response. 

2. Amended Claims Comply with 35 U.S.C. §101 

The Examiner rejected claims 11, 12, 14-22, and 24-30 as directed to non-statutory 
subject matter (35 U.S.C. §101). 

During the phone interview, Applicants discussed amendments to claims 1 1 and 21 to 
recite a "computer readable storage medivim", which amendments are made herein. The 
Examiner agreed that the discussed amendments, made herein, would overcome the Section 101 
rejection. 
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3. Claims 1-30 are Patentable Over the Cited Art 

The Examiner rejected claims 1-30 as anticipated by Arakawa (U.S. Patent Pub. No. 
2003/0204597). Applicants traverse with respect to the amended claims. 

Amended independent claims 1,11, and 21 concern providing information on a network 
storage system, and require: receiving, by a storage resource manager, information from at least 
one host system identifying storage units the host systems access through at least one identified 
storage system; probing, by the storage resource manager, the at least one storage system to 
determine storage units available through the storage system and an identifier of the storage 
system, wherein the storage system manages access to the storage units and maintains an 
assignment of host systems to the storage units; and processing, by the storage resource manager, 
the information received from the host systems on storage units the host systems access and the 
information probed from the at least one storage system on the storage units available through 
the storage system to generate an association of host systems to storage units for the at least one 
storage system, wherein the association indicates for each storage system the identifier of the 
storage system, each storage unit available at the storage system and for each storage unit the at 
least one host system accessing the storage unit. 

Applicants amended these claims to add the requirement that the generated association 
indicates for each storage system the identifier of the storage system, each storage unit available 
at the storage system and for each storage unit the at least one host system accessing the storage 
unit. These added requirements are disclosed in at least FIGs. 1, 2, 3, and 8 and paras. 11, 12, 
16-18. 

Claim 1 1 was amended to change "code" to "storage resource manager". 

The Examiner cited paras. 48-50 of Arakawa as disclosing the claim requirements of 
probing by the storage resource manager or a system (for claim 11), the at least one storage 
system to determine storage units available through the storage system and an identifier of the 
storage system, wherein the storage system manages access to the storage units and maintains 
information on the managed storage units. (Final Office Action, pg. 3) Applicants traverse. 

The cited paras. 48-50 describe how a storage subsystem includes a control unit that 
provides a server and host with logical volumes by associating the logical volume accessed by 
the server or the host with a storage area of a disk unit. The logical volumes are associated with 
virtual volumes. The control tmit holds address conversion information required for address 
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conversion processing to permit an external device to treat the storage areas of the disk units as 
one of a plurality of logical volumes. 

The cited Arakawa discusses how a control unit maintains information on how logical 
volumes are associated with the disk units. However, there is no disclosure or mention in the 
cited paras. 48-50 of a storage resource manager (or system as with claim 1 1) separate from the 
storage system that probes the storage system to determine available storage units. Instead, the 
cited Arakawa discusses how a storage subsystem maintains information on the assignment of 
storage to logical volumes, not how a storage resource manager (or system for claim 1 1) probes 
the storage subsystem to determine information on the storage units available at the storage 
system and an identifier of the storage system. In fact, the cited storage subsystem would have 
no need to perform the claimed probing operation to determine the information it already has. 

The Examiner cited FIG. 5, blocks 1011 and 1012 as disclosing the pre-amended claim 
requirement of processing, by the storage resource manager, the information received from the 
host systems on storage units the host systems access and the information probed from the at 
least one storage system on the storage units available through the storage system to determine 
an association of host systems to storage units for the at least one storage system (Office Action, 
pg. 3), which now recites that the generated association indicates for each storage system the 
identifier of the storage system, each storage unit available at the storage system and for each 
storage unit the at least one host system accessing the storage unit. 

The cited FIG. 5 discusses how a host 300 requests additional storage space from a server 
200, and the server searches a repository 210 to find a storage area of a logical volume 500 
which is not used. If storage space is fotmd, the server 200 creates a virtual volume requested 
by the host using the located storage area at cited step 1011 and assigns the virtual volume to the 
host at cited step 1012. (Arakawa, para. 122) 

The cited FIG. 5 discusses how a server creates a virtual volume for a host from available 
space in a logical volume maintained by a storage subsystem. Nowhere does this cited FIG. 5 
anywhere disclose or mention the claim requirement that a storage resource manager processes 
information received separately from hosts on storage units the hosts systems access and 
information probed from a storage system on storage units to generate an association that 
indicates for each storage system the identifier of the storage system, each storage unit available 
at the storage system and for each storage unit the at least one host system accessing the storage 
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unit. Instead, the cited FIG. 5 discusses how a server 200 determines from an internal repository 
210 (see FIG. 2) available storage space in a logical volume to assign to a virtual volume. The 
server 200 would not need to determine from the hosts the storage units the host can access 
because in the cited FIG. 5 the server is assigning a virtual volume to the hosts from available 
storage space. 

Applicants note that para. 1 15 of Arakawa mentions that the server obtains information 
from the storage subsystem 100 and stores in the repository 210. Para. 116 mentions that the 
server 200 obtains information about a host bus adaptor of the host, host port and a virtual 
volume from the host and registers that information in the repository 210. The server further 
analyzes the topology of the devices. Para. 117 mentions that the server 200 obtains from an 
agent of the host information about a virtual volume 600 used by apphcation software in the 
host. 

Although paras. 1 15-1 17 of Arakawa mention that the server obtains information from 
the hosts and server, Applicants submit that the cited Arakawa does not discloses processing 
information from the hosts on storage units the host may access and information probed from the 
storage system on the storage units available to associate host systems to storage units for the at 
least one storage system. Instead, paras. 115-117 discuss gathering information in the repository, 
but not making the association as claimed. Further, there is no disclosure in the cited Arakawa 
that the association generated, by processing the information separately gathered from the host 
and storage system, indicates for each storage system the identifier of the storage system, each 
storage unit available at the storage system and for each storage unit the at least one host system 
accessing the storage tanit. There is no disclosure that this claimed association is generated from 
information form the storage system comprising an identifier of the storage system and storage 
vinits available at the storage system and information from the host systems comprising the 
storage tonits the host systems can access. 

Accordingly, amended claims 1,11, and 21 are patentable over the cited art because the 
additional requirements of these claims are not disclosed in the cited Arakawa. 

Claims 2, 4-10, 12, 14-20, 22, and 24-30 are patentable over the cited art because they 
depend from one of amended claims 1,11, and 21, which are patentable over the cited art for the 
reasons discussed above. 



Page 13 of 15 



Amdt. dated April 8, 2008 Serial No. 10/721,017 

Reply to Office action of Jan. 8, 2008 Docket No. SJO920030048US 1 

Firm No. 0037.0051 

Claims 8, 18, and 28 depend from claims 7, 17, and 27, respectively, and further require 
maintaining host/storage unit assignment information indicating for one storage system the 
storage units available through that storage system and the host systems that access the available 
storage units, wherein the host/storage unit assignment information is generated by processing 
the host system and storage system information in the data repository. 

The Examiner cited paras. 127 and 1 17 of Arakawa as disclosing the additional 
requirements of these claims. (Final Office Action, pg. 5). Applicants traverse. 

The cited para. 127 mentions a table associating information on virtual volumes with the 
logical volumes and physical storage units. A column 56 provides virtual volume numbers; a 
column 58 provides the size of virtual volume; a column 60 provides storage subsystem 
numbers; a column 62 provides logical volume numbers; a column 64 provides storage area 
addresses; and a column 66 provides the size of storage area. 

Although the cited para. 127 discusses associating virtual volumes, logical volumes, and 
physical volumes, this does not disclose the claim requirement of indicating for one storage 
system the storage units available and the host systems that access the available storage units, 
where this information is generated by processing information separately gathered from the host 
system and storage system. 

The cited para. 117 mentions that the server 200 detects a change in configuration of the 
devices, which are connected to the SAN 900, a change in topology, etc., and then updates the 
information stored in the repository 210 to hold new information. The server 200 also obtains, 
from the agent 340 of the host 300, information about the virtual volume 600 used by the 
application software 310, an area of the virtual volume 600, a tendency of use, performance, and 
the like, and then records the information as host information in the repository 210 together with 
the above-mentioned information. 

Although the cited para. 117 discusses how the server gathers information from the hosts 
and storage subsystem to store in the repository, this does not disclose the claim requirement of 
indicating for one storage system the storage units available and the host systems that access the 
available storage units, where this information is generated by processing information separately 
gathered from the host system and storage system. 
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Accordingly, claims 8, 18, and 28 provide additional grounds of patentability over the 
cited art because the additional requirements of these claims are not disclosed in the cited 
Arakawa. 

Conclusion 

For all the above reasons, Applicant submits that the pending claims 1, 2, 4-12, 14-22, 
and 24-30 are patentable. Should any additional fees be required beyond those paid, please 
charge Deposit Account No. 09-0466. 

The attorney of record invites the Examiner to contact him at (310) 553-7977 if the 
Examiner believes such contact would advance the prosecution of the case. 



Dated: April 8, 2008 By: /David Victor/ 

David W. Victor 
Registration No. 39,867 

Please direct all correspondences to: 

David W. Victor 

Konrad Rayncs & Victor, LLP 

315 South Beverly Drive, Ste. 210 

Beverly Hills, CA 90212 

Tel: (310) 553-7977 

Fax:310-556-7984 
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